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Introduction 

GLAS-WELD seeks to have its patent claims cover more than what its inventors 

conceived of, and more than they disclosed to the public in exchange for their right to 

exclude.  The means they have adopted for achieving this goal is to offer synonyms and 

paraphrasings in place of elucidation of ambiguous claim terms – their proposed 

constructions fail to answer the questions that must be answered, and thus would leave 

the determination of claim meaning to the jury.  The Court should reject this ploy. 

“A claim in a patent provides the metes and bounds of the right which the patent 

confers on the patentee to exclude others from making, using or selling the protected 

invention.”  Burke v. Bruno Ind. Living Aids, 183 F.3d 1334 (Fed. Cir. 1999), quoting 

Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251 (Fed. Cir. 1989).  

The phrase “metes and bounds” calls to mind real property law, and indeed, “a patent 

may be thought of as a form of deed which sets out the metes and bounds of the 

property the inventor owns for the term and puts the world on notice to avoid trespass.”  

Markman v. Westview Instruments, Inc., 52 F.3d 967 (Fed. Cir. 1995, J. Mayer 

concurring).  But whereas boundary lines on a patch of dirt can be described with 

lengths and angles expressed in words and staked out with arbitrary precision by 

anyone with a ruler and compass, the boundaries of an idea often cannot be precisely 

located based solely on the words of a claim. 

Further, and contrary to Plaintiff’s repeated assertion that the terms for which 

construction is sought have “plain and ordinary English meanings,” it is often the case 

that ordinary words are the ones most in need construction (see, e.g., Nystrom v. TREX 
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Co., 424 F.3d 1136, 1143 (Fed.Cir.2005), construing “board;” Unitherm Food Sys., Inc. 

v. Swift-Eckrich, Inc., 375 F.3d 1341, 1350 (Fed.Cir.2004), construing “golden brown” 

(rev’d on other grounds at 546 U.S. 394 (2006)); and Toro Co. v. White Consolidated 

Industries, 199 F.3d 1295, 1299 (Fed.Cir.1999), construing “cover,” “included,” 

“attachment” and “removable”).  Thus, for example, parties might agree on the 

construction to be given a specialized technical term such as “discrete wavelet 

transform” but dispute the meaning of the plain word “overlapping.”  (Lizardtech, Inc. 

v. Earth Resource Mapping, Inc., 424 F.3d 1336 (Fed. Cir. 2005)). 

The Court has “the power and obligation to construe as a matter of law the 

meaning of language used in the patent claim.”  (Markman, 52 F.3d 967, 979, emphasis 

added.)  It must not shirk this responsibility by declining to construe even “ordinary” or 

“plain” words, and it must clearly decide the meaning of the words, not merely select a 

synonym or paraphrase that is equally ambiguous. 

 

Claim construction must produce a dictionary 

for the litigants, not just a thesaurus. 

 

Terms Requiring Construction 

1. ‘180 Patent: “Having Convertibility” 

GLAS-WELD confuses two different questions about the phrase “having convertibility,” 

which was added to the preamble of claim 1 during prosecution in order to secure 

allowance of the patent.  The first question is properly addressed during construction: 

what does “having convertibility” mean?  The second question is whether the phrase 
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limits the claim scope.  GLAS-WELD argues the second question first, but that is putting 

the cart before the horse.  One cannot say that the phrase “recites no structure” or 

“does not ‘give life, meaning and vitality to the claim’” until one has decided what the 

phrase means.  Yet GLAS-WELD’s proposed construction only copies and paraphrases 

portions of the fourth claim element – turning “having convertibility” into mere 

surplusage. 

If the inventors had intended “having convertibility” to mean what GLAS-WELD 

now asserts, they would not have had to look far to find the exact words to say it, since 

they used just those words further along in the claim.  And if they had meant it to mean 

nothing, they could have left the preamble as originally phrased: 

A device for repairing cracks in laminated glass including sub-

surface and surface cracks comprising: […] 

But the inventors changed their preamble in response to Patent Office rejections 

in view of several prior art references, including U.S. patent no. 4,775,305 to Alexander 

et al.: 

A device for repairing cracks in laminated glass including having 

convertibility between repairing sub-surface and surface cracks 

comprising: […] 

In addition, they argued at length (though unsuccessfully at first) that the two 

different types of glass cracks required two different types of tool operation to repair 

(“[t]he process of repair is substantially different,” ‘180 Patent File History, p. 67, 

Applicants’ Amendment and Response after Non-Final Rejection, mailed 26 November 

1996.) 
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Finally, after yet another rejection in view of the prior art, the inventors made 

further amendments and specifically distinguished their invention from the prior art on 

the basis of having convertibility: 

The present invention provides convertability [sic] as between the 

operative action of the two types of devices and there is nothing in 

the cited art which provides for such convertibility. 

Id., p. 80, Applicants’ Amendment & Response After Final 
Rejection, mailed 7 March 1997. 

The patentees’ amendments and remarks are clear and unequivocal that the 

inventive device must be convertible, and that the convertibility must facilitate two 

“substantially different” repair processes.  Thus, whatever “having convertibility” means, 

it is clear that the inventors neither intended nor believed that their invention 

encompassed a device that lacks such convertibility. 

GLAS-WELD misrepresents that the foregoing quote about convertibility from the 

inventors’ interaction with the Patent Examiner was somehow related to “further 

amendments” presented in response to the final rejection.  In fact, the “having 

convertibility” amendment had been added earlier in prosecution (‘180 file history, p. 

65), and was then specifically relied upon in the manner explained above, along with 

further amendments presented after the final rejection.  Indeed, the inventors observed 

that “[the lack of convertibility in the cited art] was acknowledged by Examiner Pham 

[during a telephone interview].”  In other words, after a first rejection, the inventors 

made the “having convertibility” amendment (id. p. 65) but their claims were again 

rejected (id. p. 71).  Next, they pressed the point in a telephone conversation with the 

Examiner (who apparently acknowledged that the prior art lacks convertibility), and 
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finally reiterated the argument about convertibility in an after-final amendment (id. p. 

80).  It was not until this third repetition of their position that the Examiner finally 

agreed to allow the claims.  GLAS-WELD has failed to show that the inventors’ 

amendment and thrice-repeated argument was not “made for reasons of patentability.”  

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 172 F.3d 1361,1372 (Fed. 

Cir. 1999)  Therefore, the Court should treat the preamble as limiting (when that 

question is ripe and presented) and must now construe the term to assign it a meaning. 

Returning to the construction question, BOYLE observes again that GLAS-WELD’s 

proposed construction merely repeats and paraphrases elements that are elsewhere 

required by the claim.  But the Patent Examiner found all of those elements to exist in 

the prior art; he was only persuaded to allow the claims after the inventors argued that 

all the prior art devices lacked convertibility.  Thus, it is not merely the existence of the 

elements, but their interaction to convert the device’s operation from one repair 

process to another “substantially different” repair process. 

BOYLE’s proposed construction for “having convertibility:” 

Capable of being placed in more than one different physical 

configuration, said configurations operating differently from one 

another in a way that is relevant to the type of crack being repaired. 

should be endorsed as the one that most closely aligns with the plain meaning of 

“convertible,” does not contradict any statement in the specification or file history, does 

not import any unnecessary limitations, and does not render any claim words 

meaningless. 
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2. ‘180 Patent, “Helical Groove” 

GLAS-WELD faults BOYLE for relying on extrinsic evidence – a technical, mechanical-

engineering reference definition – for his proposed construction, without 

acknowledging that neither intrinsic source (specification or file history) provides any 

indication what a “helical groove” might be.  Further, GLAS-WELD asks the Court to 

endorse its “construction” (“a spiral or helix-like groove”) on the basis of self-serving 

and identically-worded declarations from an inventor and a retained expert (neither of 

which authority is among those endorsed as an acceptable extrinsic source in Phillips v. 

AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005): “conclusory, unsupported assertions as to 

the definition of a claim term are not useful to a court.”)  Finally, it should be noted 

that the present existence of examples of variable helices says nothing about the 

meaning of the term to a Person Having Ordinary Skill In The Art (“PHOSITA”), in view 

of the Specification, at the time the patent application was filed.  (On the other hand, 

BOYLE is not aware that the mathematical definition of “helix” has changed significantly 

since 1996, and Plaintiff has not suggested that it has either.) 

Plaintiff’s “construction” is improper in that it does not provide any definition at 

all – it is merely a synonym, paraphrasing or tautology that fails to answer the question 

at bar: what would a PHOSITA in 1996 have understood the phrase “helical groove” to 

mean? 

GLAS-WELD’s point about the impropriety of importing limitations from a 

preferred embodiment is well-taken, but they muddle the relevant principles to arrive at 

an incorrect conclusion.  On its face, claim 1 requires a “shaft portion [of the 

convertible device] to includ[e] a helical groove.”  BOYLE is not asking the Court to add 
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a new limitation to the claim or to rewrite the claim to replace “helical groove” with 

“Acme thread” – that would be improper.  Instead, BOYLE seeks a construction for 

“helical groove” that answers the question, “what is the pitch of the helical groove?”  In 

the absence of any intrinsic evidence, BOYLE proposes to use the mechanical-

engineering definition of “helix,” which is consistent with every single embodiment in 

the specification (including each and every one of the Figures).  GLAS-WELD would 

prefer to leave the question unanswered (or even to compound the ambiguity by 

providing synonyms which also fail to answer the question). 

The Court should not adopt either of GLAS-WELD’s proposals, because that would 

be tantamount to leaving the construction of the phrase “helical groove” to the jury.  

(“A determination that a claim term ‘needs no construction’ or has the ‘plain and 

ordinary meaning’ may be inadequate when a term has more than one ‘ordinary’ 

meaning or when reliance on a term’s ‘ordinary’ meaning does not resolve the parties’ 

dispute.”  O2 Micro International Ltd. v. Beyond Innovation Technology, 521 F.3d 

1351, 1361 (Fed. Cir. 2008))  Instead, it should adhere to BOYLE’s construction: a 

“helical groove” is a “groove having uniform depth and contour and constant pitch.” 

3. ‘180 Patent, “selectively laterally projectable into and out of 

engagement” 

This claim phrase must be construed to define its meaning in the context of the 

‘180 patent.  GLAS-WELD’s proposed construction is a mere restatement that does little 

but shuffle the claim words, without providing any enlightenment.  The movement of 

which the plunger must be capable (selective lateral engagement with the helical 

groove) is intimately connected to the convertibility of the claimed device.  (See, e.g., 
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Specification at 4:58-5:4; 5:23-30; 5:58-62; and 5:66-6:11).  The “selective projection” 

capability is what makes the device “convertible:” in one state (e.g., disengaged) the 

tool operates in one manner to repair one type of crack, and when the plunger is in the 

opposite state, the tool operates in a “substantially different” manner to repair a 

different type of crack.  In fact, the inventors represented to the Patent Examiner that 

Applicant’s concept was to replace the locking screw of his prior 
device with a plunger that could operate both as a locking 
plunger and a mating screw thread. 

‘180 File History, p. 67, emphasis added. 

Therefore, the “how, when and why” of plunger engagement is an important part 

of setting the metes and bounds of the invention.  If the engagement state of the 

“plunger” of an accused device cannot be selected by the user, or if such “selection” 

renders the device unsuitable for performing its functions, then the claim element is 

not met.  “[A] device does not infringe simply because it is possible to alter it in a way 

that would satisfy all the limitations of a patent claim.”  High Tech Medical 

Instrumentation, Inc. v. New Image Industries, Inc., 49 F.3d 1551 (Fed. Cir. 1995) 

High Tech Medical is especially relevant here: in that case, the District Court found 

a claim element drawn to a “rotatably coupled” camera to be met by the accused device, 

which had “two easily removable set screws” securing its camera.  However, removal of 

the set screws not only allowed the accused device’s camera to be rotated, but also 

caused the camera to slide out of focus and become unusable.  The Court of Appeals 

rejected the District Court’s determination of likely infringement, noting that the 

accused device “as designed, sold and intended for use,” was not rotatably coupled, and 

the fact that it could be altered to rotate was not enough to justify a finding that the 

manufacture and sale of the device infringed the asserted patent. 
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BOYLE urges the Court to adopt a construction that makes this restriction clear: 

any alleged “selective[] lateral[] project[ion]” must be part of the device’s designed, 

sold and intended use, and not an unintended or destructive alteration. 

4. ‘372 Patent, “The outer extreme of which define a substantially annular 

shape 

GLAS-WELD attempts to distract the Court from the important issue affecting this 

claim term by repeating its mantra, that “the words are used in accordance with their 

plain English meaning.”  That may be so, but its own illustration shows the problem: 

the “outer extreme” of the support legs defines a circle, not a “substantially annular 

shape.” 

 

(Copied from Plaintiff’s Markman Opposition, doc. 103, p. 21) 

Nor is this a case of the inventors being their own lexicographers and confusing 

“circular” with “annular:” both terms are used (and used in accordance with their plain 

English meanings) throughout the patent.  Rather, this is a claim drafting error, and one 

which cannot be repaired by the Court: “courts may not redraft claims, whether to 
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make them operable or to sustain their validity.”  Chef America, Inc. v. Lamb-Weston, 

Inc., 358 F.3d 1371, 1374 (Fed. Cir. 2004) 

Perhaps the inventors intended to claim that “the outer extreme of [the support 

legs] define a substantially circular shape,” but that is not what they actually did claim.  

Instead, they claimed a “substantially annular shape,” despite the fact that a single 

parameter or point (i.e., the outer extreme of the support legs) is inadequate, as a 

matter of basic geometry, to define any annular shape. 

Plaintiff invites the Court to construe the claim by traipsing through a string of 

extrinsic-evidence dictionary definitions: an annulus is a ring-shaped object, and a ring 

is a circular line, so (voila!) the claimed annular path must be just a circle.  But the 

inventors knew the difference between “circular” and “annular,” and used both words 

at appropriate points in the Specification and claims.  This is the only time they would 

have said “annular” but meant “circular.”  And, just as the Court would properly reject a 

hypothetical attempt by Defendants to replace strategic instances of “circular” with 

“annular,” so it must reject Plaintiff’s attempt to do the reverse. 

Since it is impossible to “define” (as the claim requires), or to “define” (as a claim 

construction matter), the “substantially annular shape,” the Court must hold that claim 

1 of the ‘372 patent, and all of its dependent claims 2–13, are indefinite for failure to 

comply with 35 U.S.C. § 112(b). 

5. ‘372 Patent, “Connectable Power Cord” 

“Connectable power cord” is another “plain English” phrase whose meaning 

GLAS-WELD would prefer to leave to the sound discretion of the jury, or to paraphrase 

with equal ambiguity as “capable of connecting to a power source.”  They oppose 
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BOYLE’s well-supported, accurate and consistent construction by misrepresenting the 

teachings of the patent, and then invite the Court to invoke the doctrine of claim 

differentiation in an untenable way. 

First, regarding the patent’s disclosure, BOYLE accurately noted that every 

disclosed embodiment has a “connectable power cord” that is connectable at the lamp 

handle, and no disclosed embodiment has any other sort of power cord.  GLAS-WELD 

asserts that the omission of the power cord from claim 1 is a teaching of a lamp with a 

different type of power cord.  GLAS-WELD should know that “[c]laims define and 

circumscribe, the written description discloses and teaches.”  Ariad Pharm. Inc. v. Eli 

Lilly & Co., 598 F.3d 1336, 1347 (Fed. Cir. 2010)  The two parts of a patent application 

fulfill different statutory requirements, and the mere omission from a claim of a feature 

not required for patentability is not an affirmative teaching or disclosure of an 

embodiment without that feature.  The ‘372 patent teaches nothing but lamps with 

cords that connect at the handle. 

Second, regarding the application of the doctrine of claim differentiation, the 

doctrine does not work as GLAS-WELD suggests, in at least two different particulars.  

Within a single claim set (i.e., an independent claim such as claim 1 and its dependent 

claims), claim differentiation allows a presumption that the broader claim does not 

include a limitation first introduced in a narrower, subordinate claim.  Thus, it would 

be improper to engraft a requirement for any sort of power cord onto claim 1, since the 

power cord first appears in claim 4.  And it would be improper to engraft a requirement 

for a power cord that connects at the handle onto claim 4, since the handle connection 

first appears in claim 5.  If claim 1 was valid, then it would read on a lamp device that 
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had any sort of power cord, and possibly even a lamp with no power cord at all (e.g., a 

lamp that ran on batteries, even though no such lamp was ever taught or suggested in 

the disclosure).  So far the doctrine of claim differentiation goes, but no farther. 

As to the construction to be given “connectable power cord” in claim 20, that is an 

entirely different matter.  Claim 20 is a separate independent claim, and no 

differentiation may be gleaned from the fact that it requires a power cord, while claim 1 

does not.  The contrary argument is disposed of by the Federal Circuit’s affirmance of a 

District Court’s construction and grant of summary judgment of non-infringement in 

Laitram v. Morehouse Industries: “[a]s the district court properly noted, although 

different claims should be presumed to cover different inventions, ‘if a claim will bear 

only one interpretation, similarity [with another claim] will have to be tolerated.’”  

Laitram Corp. v. Morehouse Industries, Inc., 143 F.3d 1456 (Fed. Cir. 1998) 

In the case at bar, since the inventors only ever disclosed a “connectable power 

cord” that connects at the handle, the proper construction for that phrase in an 

independent claim is the one BOYLE proposes: a power cord that is “able to be 

connected and disconnected from the lamp.”  The Court should adopt BOYLE’s 

construction. 

6. ’372 Patent, “Interlocking Features” 

GLAS-WELD’s proposed construction for this ambiguous phrase provides a curious but 

refreshing break from its customary tautological rephrasing.  Instead of “features that 

interlock,” it proposes: 

Features that interact with the resin injection system such that the 
movement of the resin injection system relative to the bulb 
housing is constrained by these features. 
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The uncharacteristic verbosity of this proposed definition might even distract from 

the lack of support GLAS-WELD offers for it – after providing a number of dictionary 

definitions for “interlock” which are more or less consistent with BOYLE’s construction 

and (notably) fail to mention any sort of resin injection system or bulb housing, Plaintiff 

makes the bald assertion that their construction is “consistent with the intrinsic 

evidence,” citing to nonexistent paragraphs in their witnesses’ self-serving and virtually 

identical declarations, and identifying no such “intrinsic evidence.” 

GLAS-WELD’s dispute with BOYLE’s construction seems to center on whether it 

describes (or would exclude) the preferred (and only) embodiment.  It seems 

disingenuous to suggest that a bulb housing having milled recesses to accommodate the 

ends of the support legs does not have “features that engage with each other by 

overlapping or by the fitting together of projections and recesses.”  The preferred 

embodiment would certainly infringe a claim reciting either “interlocking features” or 

“features that engage [&c.]” – there is no apparent reason not to “treat the entirety of 

the support legs as a projection,” or at least the portion of the legs that engage with and 

fit together with the recesses in the bulb housing. 

Ultimately, in this instance as well, the Court should adopt BOYLE’s proposed 

construction over GLAS-WELD’s, as it is more concise, accurate, consistent, better 

supported, and (perhaps most importantly) more useful. 
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Conclusion 

For the foregoing reasons, Defendant Michael BOYLE respectfully requests that the 

Court adopt his proposed constructions and reject those of Plaintiff GLAS-WELD INC. 

31 March 2014 
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